Appl.No. 10/681,921 

Resp. Dated February 14, 2005 

Reply lo Office Action of December 1, 2004 


Atty. Docket No. 5005.1063 


REMARKS 

Claims 1-12 are pending in the present application. Claims 1-2, 4-5, 7-8 and 10-11 
were rejected under 35 U.S.C. §102(b) as being anticipated by Tabata, U.S. Patent No. 
5,429,717. Claims 3 and 9 were rejected under 35 U.S.C. §1 03(a) as being unpatentable over 
Tabata in view of Otaki et al, U.S. Patent No. 5,572,359. Claims 6 and 12 were rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Tabata. 


Claim 1 has been amended. Reconsideration of the application is respectfully 
requested. 

Rejections under 35 U.S.C. $102(b). §103fa) 

Claims 1-2, 4-5, 7-8 and 10-1 1 were rejected under 35 U.S.C. §102(b) as being 
anticipated by Tabata, U.S. Patent No. 5,429,717. Claims 3 and 9 were rejected under 35 
U.S.C. § 103(a) as being unpatentable over Tabata in view of Otaki et al., U.S. Patent No. 
5,572,359. Claims 6 and 12 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over Tabata. 

Tabata describes an interference microscope in which light from a Hght source system 
16 is incident on a WoUaston prism 2 upstream of a condenser lens 3, as in a conventional 
interference microscope. See col. 5, lines 41-45, and Fig. 3. 

Independent claim 1 of the present application has now been amended to recite a 
polarizing interference microscope "wherein the microscope is free from a condenser prism." 
Support for this amendment may be found, for example, at paragraph [0016] and Fig. 3 of the 
present application. It is respectfully submitted that no new matter has been added. It is 
respectfully submitted that Tabata does not teach or suggest a polarizing interference 
microscope free from a condenser prism, as recited in claim 1. In contrast. Tabata uses a 
condenser prism-WoUaston prism 2-as in a conventional interference microscope. See 
Tabata, col. 5, lines 41-45, and Fig. 3. Since Tabata is missing the above-recited feature of 
independent claim 1, as amended, Tabata cannot anticipate claim 1 or its dependent claims. 

Otaki et al. does not provide the above-recited feature of claim 1 missing from Tabata. 
Dependent claims 3 and 9 properly depend from, and therefore include all the limitations of 
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independent claim 1. Therefore dependent claims 3 and 9 are also patentable over a 
combination of Tabata with Otaki et al. 

Dependent claims 6 and 12 properly depend from, and therefore include all the 
Hmitations of independent claim 1. Therefore dq)endent claims 6 and 12 are also patentable 
over Tabata. 


Withdrawal of the rejection of independent claim 1, as well as dependent claims 2, 4- 
5, 7-8 and 10-11, under 35 U.S.C. §102(b) based on Tabata, the rejection of dependent claims 
3 and 9 under U.S.C. §103 (a) based on a combination of Tabata and Otaki et al., and the 
rejection of dependent claims 6 and 12 under U.S.C. §103(a) based on Tabata, is respectfully 
requested. 
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CONCLUSION 

It is respectfully submitted that the application is now in condition for allowance. 


Respectfully submitted, 
DAVIDSON, DAVIDSON & RAPPEL^LC 
By: 




Erik R. Swansbn, Reg. No. 40,833 


Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14th Floor 
New York, New York 10018 
(212) 736-1940 
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